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Commissioner for Patents ^ ^ 

P.O. Box 1450 
Alexandria, VA 223 1 3- 1 450 
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JUN 2 4 2004 

Technology Center 2100 



Sir: 



PETITION TO WITHDRAW HOLDING OF ABANDONMENT 



Pursuant to 3 7 C .F.R. § § 1 . 8(w4nd 1.181, Applicant respectfully requests withdrawal of the 
holding of the above-identified c^e as abandoned in the Notice of Abandonment mailed February 
11, 2004 (Paper No. 3). 

An Office Action was mailed in the above-identified application on July 7, -SOO^r^^-^ 
AppUcant's attomeys,^epared a response and timely mailed that response pursuant to 37 C.F.R. § 
1 .8(a) on October 7, 2004 : with a certificate listing each item of correspondence and stating the date 
of mailing, as well as a self-addressed, postage-paid return postcard. A copy of that response, 
certificate and postcard are attached. 

The return postcard was never received by Applicant's attorneys. 
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Attached is an account detail report'^of Applicant's attorney's cost tracking system reflecting 
charges for copying and postage relating to the filing of the response on October 7, 2004 : 

Applicant respectfully disputes the assertion in the Notice of Abandonment that "The 
attorney of record had agreed with the examiner about this abandonment." Mr. Mario J. Donate, Jr., 
an attorney employed by the assignee of the application, confirmed to the Examiner only that the 
return postcard was never received with a date-stamp indicating receipt by the Patent Office. Mr. 
Donato did NOT agree that the application had been intentionally abandoned, or that no response 
had been filed. 

Accordingly, Applicant respectfully requests withdrawal of the holding of abandonment. 
The Commissioner is hereby authorized to charge any additional fees connected with this 
communication or credit any overpayment to Deposit Account No. 50-0208. 



P.O. Box 802432 

Dallas, Texas 75380 

(972) 628-3621 (direct dial) 

(972) 628-3600 (main number) 

(972) 628-36 16 (fax) 

E-mail; dvenglarik@davismunck.com 



Respectfully submitted, 



Davis Munck,P.C. 
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In re. Application of: William E. Ballachino 
Serial No.: 09/667,164 
Filing Date: September 2 1 , 2000 



Title: 



Docket No. 



. M-BIT RACE DELAY ADDER AND METHOD OF 
OPERATION 
OO-C-050 (STMIO 1-00050) 



The following documents were received in the U.S. Patent and Trademark Office on the 
date stamped below: 

I 

j 1) Response Under 37 C.F.R. §1.111; and 
. j 2) . . Certificate of Mailing by First Class Mail 
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In re application of: 
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Filed: 
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Examiner: 
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09/667,164 

September 21, 2000 

M-BIT RACE DELAY ADDER AND METHOD OF 
OPERATION ' 

2124 

Chat C. Do 



MAIL STOP NON-FEE AMENDMENT 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1.450 



Sir: 



CERTIFICATE OF MAILING BY FIRST CLASS MAIL 

The undersigned hereby certifies that the following documents: 

1. Response Under 37 C.F.R. §1.111; " 

2. Postcard Receipt. 

relating to the above application, were deposited as "First Class Mail" with the United States Postal Service, 
addressed to MAIL STOP NON-FEE AMENDMENT, Commissioner for Patents, P.O. Box 1450, 
Alexandria. VA 22313-1450. on October 7. 2003 . 



Date: 
Date: 



P.O. Box 802432 

Dallas, Texas 75380 

Phone:(972) 628-3600 . 

Fax: (972) 628-3616 

E-mail: wmunck@davismunck.com 




Mailei' / / 



>^illiam A. Munck 
Reg. No. 39,308 
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CERTIFICATE OF MAILING BY FIRST CLASS MAIL 



Sir: 



The undersigned hereby certifies that the following documents: 

1 . Status Inquiry; 

2. Copy of Certificate of Mailing by First Class Mail, copy of Petition to Withdraw Holding 
of Abandonment and postcard as forwarded to the United States Patent and Trademark 
Office; and 

3. A postcard Receipt. 

relating to the above application, were deposited as "First Class Mail" with the United States Postal Service, 
addressed to Commissioner for Patents, P.O. Box 1450, Alexandria, VA 223 13-1450, on June 1^ . 2004 



Date: 



Mailen f _ 



Date: ^ -l<^^0^ 



P.O. Box 802432 

Dallas, Texas 75380 

Phone: (972) 628-3600 

Fax: (972) 628-3616 

E-mail : dvenglarik@davismmck. com 
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MAIL STOP NON-FEE AMENDI 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Sir: 




RECEIVED 

JUN 2 4 2004 

Technology Center 2100 



RESPONSE UNDER 37 C.F.R. §1.111 



In response^to the Office Action dated July 7, 2003, please amend the above-identified 
patent application as follows. 
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CLAIMS 

Please amend the claims. as follows. 

1. (Currently Amended) An M-bit adder capable of receiving a first M-bit 
argument, a second M-bit argument, and a carry-in (CI) bit comprising: 

M adder, cells arranged in R rows, wherein a least significant adder cell in a first one of 
said rows of adder cells is operable to: 

receive [[s]] a first data bit, Ax, from said first M-bit argument and a first data bit, 
Bx, from said second M-bit argument, ^ 

generate [[s]] both a first conditional carry-out bit, Cx(l), and a second 
conditional carry-out bit, Cx(0), and ^ . 

provide the first and second conditional carrv-out bits to another of said adder 

cells, . 

wherein said Cx(l) bit is calculated assuming a row carry-out bit from a second row of 
adder cells preceding said first row is a 1 and said Cx(0) bit is calculated assuming said row 
carry-out bit from said second row is a 0. . 

2. (Original) The M-bit adder as set forth in Claim 1 wherein said least 
significant adder cell generates a first conditional sum bit, Sx(l), and a second conditional sum 
bit, Sx(0). 
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3. (Original) ^The M-bit adder as set forth in Claim 2 wherein said Sx(l) bit is 
calculated assuming said row carry-out bit from said second row is a 1 and said Sx(0) bit is 
calculated assuming said row carry-out bit from said second row is a 0. 

4. (Original) The M-bit adder as set forth in Claim 3 wherein said row carry-out 
bit selects one of said Sx(l) bit and said Sx(0) bit to be output by said least significant adder cell. 

5. (Original) The M-bit adder as set forth in Claim 4 wherein said first row of 
adder cells further comprises a second adder cell coupled to said least significant adder cell, 
wherein said second adder cell receives a second data bit, Ax+i, from said first M-bit argument 
and a second data bit, Bx+i, from said second M-bit argument, and receives from said least 

. significant adder cell said Cx(l) bit and said Cx(0) bit. 

6. (Original) The M-bit adder as set forth in Claim 5 wherein said second adder 
cell generates a fu-st conditional carry-out bit, Cx+i(l), wherein said Cx+i(l) bit is generated from 
said Ax+i data bit, said Bx+i data bit, and said Cx(l) bit from said least significant adder cell. 

7. (Original) The M-bit adder as set forth in Claim 6 wherein said second adder 
cell generates a second conditional carry-out bit, Cx+i(0), wherein said Cx+i(0) bit is generated 
from said Ax+i data bit, said Bx+i data bit, and said Cx(0) bit from said least significant adder 
cell. 
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8. (Original) The M-bit adder as set forth in Claim 7 wherein said second adder 
cell generates a first conditional sum bit, Sxti(l), wherein said Sx+i(l) bit is generated from said 
Ax+i data bit, said Bx+i data bit, and said Cx(l) bit from said least significant adder cell. 

9. (Original) The, M-bit adder as set forth in Claim 8 wherein said second adder 
cell generates a second conditional sum bit, Sx+i(0), wherein said Sx+i(0) bit is generated from 
said Ax+i data bit, said Bx+i data bit, and said Cx(0) bit from said least significant adder cell. 

10. (Original) The M-bit adder as set forth in Claim 9 wherein said row carry-out 
bit selects one of said Sx+i(l) bit and said Sx+i(0) bit to be output by said second adder cell. 

11. (Original) The M-bit adder as set forth in Claim 1 wherein said first row of 
adder cells contains N adder cells and said second row of adder cells preceding said first row 
contains less than N adder cells. 
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12. (Currently Amended) A data processor comprising: 

an instruction execution pipeline comprising N processing stages, each of said N 
processing stages capable of performing one of a plurality of execution steps associated with a 
pending instruction being executed by said instruction execution pipeline, wherein at least one of 
said N processing stages comprises an M-bit adder capable of receiving a first M-bit argument, a 
second M-bit argument, and a carry-in (CI) bit, said M-bit adder comprising: 

M adder cells arranged in R rows, wherein a least significant adder cell in a first 
one of said rows of adder cells is operable to: 

receive [[s]] a first data bit, Ax, from said first M-bit argument and a first 
data bit, Bx, from said second M-bit argument, aed 

generate [[s]] both a first conditional carry-out bit, Cx(l), and a second 
conditional carry-out bit, Cx(0), arid 

provide the first and second conditional carry-out bits to another of said 

adder cells. 

wherein said Cx(l) bit is calculated assuming a row carry-out bit from a second row of 
adder cells preceding said first row is a 1 and said Cx(0)'bit is calculated assuming said row 
carry-out bit from said second row is a 0. 

13. (Original) The data processor as set forth in Claim 12 wherein said least 
significant adder cell generates a first conditional sum bit, Sx(l), and a second conditional sum 
bit,Sx(0). 
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14. (Original) The data processor as set forth in Claim 13 wherein said Sx(l) bit 
is calculated assuming said row carry-out bit jfrom said second row is a 1 and said Sx(0) bit is 
calculated assuming said row cairy-out bit from said second row is a 0. 

15. (Original) The data processor as set forth in Claim 14 wherein said row carry- 
. out bit selects one of said Sx(l) bit and said Sx(0) bit to be output-by said least significant adder 

cell. 

16. (Original) The data processor as set forth in Claim 15 wherein said first row 
of adder cells further comprises a second adder cell coupled to said least significant, adder cell, 
wherein said second adder cell receives a second data bit, Ax+i, from said first M-bit argument 
and a second data bit, Bx+i, from' said second M-bit argument, and receives from said least 
significant adder cell said Cx(l) bit and said Cx(0) bit. 

17. (Original) The data processor as set forth in Claim 16 wherein said second 
adder cell generates a first conditional carry-out bit, Cx+i(l), wherein said.Cx+i(l) bit is 
generated from said Ax+i data bit, said Bx+i data bit, and said Cx(l) bit from said least 
significant adder cell. 
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18. (Original) The data processor as set forth in Claim 17 wherein said second 
adder cell generates a- second conditional carry-out bit, Cx+i(0), wherein said Cx+i(0) bit is 

. generated, from said Ax+i data bit, said Bx+i data bit, and said Cx(0) bit from said least 
. significant adder cell. 

19. (Original) The data processor as set forth in Claim 18 wherein said second 
adder cell generates a first conditional sum bit, Sx+i(l), wherein said Sx+i(l) bit is generated 
^from said Ax+i data bit, said Bx+i data bit, and said Cx(l) bit from said least significant adder 
cell. 

20. (Original) The data processor as set forth in Claim 19 wherein said second 
adder cell generates a second conditional sum bit, Sx+i(0), wherein said Sx+i(0) bit is generated 
• from said Ax+i data bit, said Bx+i data bit, and said Cx(0) bit from said least significant adder 
cell. 

21 . . . (Original) The data processor as set forth in Claim 20 wherein said row carry- 
out bit selects one of said Sx+i(l) bit and said Sx+i(0) bit to be output by said second adder cell. 

22. (Original) The data processor as set forth in Claim 12 wherein said first row 
of adder cells contains N adder cells -and said second row of adder cells preceding said first row 
contains less than N adder cells. 
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23, (Original) ' A method of adding a first M-bit argument and a second M-bit 
argument in an M-bit adder, the M-bit adder comprising M adder cells arranged in R rows, the 
method comprising the steps of: 

receiving a first data bit, Ax, from the first M-bit argument and a first data bit, Bx, from 
the second M-bit argument in a least significant adder cell in a first one of the rows of adder 
cells; ' ■ 

calculating in the least significant adder cell a first conditional carry-out bit, Cx(l), 
assuming a row carry-out bit fi-om a second row of adder cells preceding the first row is a 1; 

calculating in the least significant adder cell a second conditional carry-out bit, Cx(0), 
assuming the row cany-out bit from the second row is a 0; 

calculating in the least significant adder cell a first conditional sum bit, Sx(l), assuming 
the row carry-out bit from the second row is a 1 ; 

calculating in the least significant adder cell a second conditional sum bit, Sx(0), 
assuminjg the row carry-out bit from the second row is a 0; 

propagating the Cx(l) bit and the Cx(0) bit to a second adder cell in the furst row of adder 
cells; and 

selecting one of the Sx(l) bit and the Sx(0) bit to be output from the least significant 
adder cell according to a value of the row carry-out bit from the second row. 



-8- 
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REMARKS 
Claim 1-23 were pending in this application. 
Claims 1-23 have been rejected. 
Claims 1 and 12 have been amended as shown above. 
Claims 1-23 remain pending in this application. 

Reconsideration and fiill allowance of Claims .1-23 are respectfully requested. 

I. REJECTION UNDER 35 U.S.C. $ 102 

^ The Office Action rejects Claims 1-23 under 35 U.S.C. § 102(b) as being anticipated by 
U.S. Patent No. 4,682,303 to Uya H'Uya''). The Office Action also rejects Claims 1-10, 12-21, 
and 23 under 35 U.S.C § 102(b) as being anticipated by U.S. Patent No. 5,852,568 to Ranjan 
CRanjan''), These rejections are respectfully traversed. 

A cited prior art. reference anticipates the claimed invention under 35 U.S.C. § 102 only if 
every element of a claimed invention is identically shown in that single reference, arranged as 
they are in the claims. MPEP § 2131; /ti re 5o/i^/, 910 F.2d 831, 832, 15 U.S.P.Q.2d 1566, 1567 
(Fed. Cir. 1990). Anticipation is only shown where each and every limitation of the claimed 
invention is found in a single cited prior art reference. MPEP § 2131; re Donohue, 766 F.2d 
531, 534, 226 U.S.P.Q. 619, 621 (Fed. Cir. 1985). 

Uya recites a parallel binary adder that includes a series of block-adders. {Col I, Lines 
59-62). Each block-adder includes a first adder for adding arguments assuming "carry input 
data" equals one and a second adder for adding arguments assuming the "carry input data" 
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equals zero. (Col, 1, Line 59 - Col 2, Line 6). Each of the fust and second adders generates a 
sum and a carry-out value. (Col. 3, Lines 31-42). The results (sum and carry-out) from one of 
the two adders is then selected and output based on an input from a previous block-adder. {Col 
2, Lines 7-11). ^ 

Uya simply recites the use of multiple adders in a block-adder, where each adder 
generates a single sum and a single carry-out value. The sum and carry-out from one of the 
adders is then selected and sent to another block-adder. Uya lacks any mention of providing 
^both carry-out values produced by both adders to another block-adder. In particular, Uya lacks 
any mention of an "adder cell" that is operable to "provide the first and second conditional carry- 
out bits to another of said adder cells" as recited in Claims 1 and 12. Uya also lacks any mention 
of "propagating the Cx(l) bit [a first conditional carry-out bit] and the Cx(0) bit [a second 
conditional carry-out bit] to a second adder cell in the first row of adder cells" as recited in Claim 
23. As a result, Uya fails to anticipate all elements of Claims 1, 12, and 23. 

For these reasons, the Office Action does not show that Uya anticipates the AppUcant's 
invention recited in Claims 1,12, and 23 (and their dependent claims). 

Ranjan recites an adder system that includes one- or more adder block subsystems. 
{Abstract), Each adder block subsystem- includes an adder circuit block, which includes a 
conditional sum-select circuit and a conditional carry-select circuit. {Col 5, Lines 18-25). The 
conditional sum-select circuit includes logic adders (elerrients 395a-395h). {Col 7, Lines 63-65), 
The conditional carry-select circuit includes logic -OR subcircuits (elements 440a-440h) and 
logic AND subcircuits (elements 450a-450h). {Col 9, Lines 52-53). 
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The Office Action does not identify the specific' components in Ranjan reUed upon as 
anticipating the "adder cells" of Claims 1, 12, and 23. The only adders in Ranjan are the logic 
adders, which clearly do not "generate both a first conditional carry-out bit, Cx(l), and a second 
conditional carry-out bit, Cx(0)" and ''provide the first and second conditional carry-out bits to 
another of said adder cells" as recited in Claims 1 and 12. The logic adders of Ranjan also are 
not capable of "propagating the Cx(l) bit and the Cx(0) bit to a second adder cell in the first row 
of adder cells" as recited in Claim 23. 

For these reasons, the Office Action does not sho\y that Ranjan anticipates the 
Apphcant's invention recited in Claims 1, 12,. and 23 (and their dependent claims). 

Accordingly, the Applicant respectfully requests withdrawal of the § 102 rejections and 
full allowance of Claims 1-23. 

11. REJECTION UNDER 35 U.S.C. § 103 

The Office Action rejects Claims 11 and . 22 under 35 U.S.C. § 103(a) as being 
unpatentable over Ranjan m- view of U.S. Patent No. '4,623,982 to Ware ("FTare"). This 
rejection is respectfully traversed. 

In ex parte examination of patent appUcations, the Patent Office bears the burden of 
estabhshing a prima facie case of obviousness. MPEP. § 2142; In re Fritch, 972 F.2d 1260, 
1262, 23 U.S.P.Q.2d 1780, 1783 (Fed. Cir. 1992). The initial burden of establishing prima 
facie basis to deny patentability to a claimed invention is always upon the Patent Office. MPEP 
§ 2142; In re Oetiker, 977 F.2d 1443, 1445, 24 U.S.P.Q.2d 1443, 1444 (Fed. Cir. 1992); In re 
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Piasecki, 745 F.2d 1468, 1472, 223 U.S.P.Q. 785, 788 (Fed. Cir. 1984). Only when a prima 
facie case of obviousness is established does the burden shift to the appUcant to produce 
evidence of nonobviousness. MPEP § 2142; In re Oetiker, 977 F.2d 1443, 1445, 24 U.S.P.Q.2d 
1443, 1444 (Fed. Cir. 1992); In re Rijckaert, 9 F.3d 1531, 1532, 28 U.S.P.Q.2d 1955, 1956 (Fed. 
Cir. 1993). If the Patent Office does not produce a prima facie case of unpatentability, then 
without more the applicant is entitled to grant of a patent. In re Oetiker, 977 F.2d 1443, 1445, 24 
U.S.P.Q.2d 1443, 1444 (Fed. Cir. 1992); In re Grabiak, 769 F.2d 729, 733, 226 U.S.P.Q. 870, 
•873 (Fed. Cir. 1985). 

A prima facie case of obviousness is established when the teachings of the prior art itself 

•s. 

suggest the claimed subject matter to a person of ordinary skill. in. the art. In re Bell, 991 F.2d 

781, 783, 26 U.S.P.Q.2d 1529, 1531 (Fed. Cir. 1993). ' To establish a prima facie case of 

obviousness, three basic criteria must be met. First, there must be some suggestion or 

motivation, either in the references themselves or in the knowledge generally available to one of 

ordinary skill in the art, to modify the reference or to combine reference teachings. Second, 

there must be a reasonable expectation of success. Finally, the prior art reference (or references 

when combined) must teach or suggest all the claim limitations. The teaching or suggestion to 

make the claimed invention and the reasonable expectation of success must both be found in the 

prior art, and not based on applicant's disclosure. MPEP § 2142. 

As described above, the Office Action does not show that Ranjan recites particular 

elements of Claims 1 and 12, Ware is cited by the Office Action only as showing a particular 

arrangement of adder cells. Ware is not cited by the Office Action as disclosing, teaching, or 

-12- 
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suggesting any elements of Claims 1 and 12. As a result, the Office Action does not show that 
the proposed Ranjan-Ware combination discloses, teaches, or suggests all elements of Claims 1 
and 12 (and therefore Claim 11 depending from Claim 1 and Claim 22 depending from Claim 
12). 

Accordingly', the Applicant respectfiilly requests withdrawal of the § 103(a) rejection and 
frill allowance of Claims 1 1 and 22. 

III. CONCLUSION 

As a result of the foregoing, the Applicant asserts that all pending claims in the 
apphcation are in condition for allowance and- respectfriUy requests an early allowance of such 
claims. . 



.13- 
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SUMMARY 



If any outstanding issues remain, or if the Exaniiner has any further suggestions for 
expediting allowance of this application, the Applicant respectfully invites the Examiner to 
contact ' the undersigned at the telephone number indicated below or at 
wmunck@4avismunck,com. 

The Conmiissioner is hereby authorized to charge any additional fees connected with this 
communication or credit any overpayment to Davis Munck Deposit Account No. 50-0208. No 
extension of time is beheved to be necessary. If .an extension of time is needed, ho\yever, the 
extension is requested. Please charge the fee for the extension to Deposit Account No. 50-0208. 



Respectfully submitted, 
DA\asMUNCK, P.C. 



Date: AMl^M^^ 




Registration No. 39,308 

Docket. Clerk ^ 
P.O. Box 802432 
Dallas, Texas 75380 

Tel: (972) 628-3600 ^ ■ 

Fax: (972) 628-3616 

Email: wmunck@davismunck,com 
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